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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )M Responsive to communication(s) filed on 19 March 2001 . 
2a)D This action is FINAL. 2b)[x] Thi § action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) M Claim(s) 1^25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

.5)D Claim(s) is/are allowed. 

6) 13 Claim(s) 1-25 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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DETAILED ACTION 
Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Drawings 

2. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: 13 of Fig 1. Corrected drawing sheets in compliance with 37 CFR 1 .121(d), 
or amendment to the specification to add the reference character(s) in the description in 
compliance with 37 CFR 1 .121(b) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

3. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
description: 1 1 (page 15 line 22 of specification). Corrected drawing sheets in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
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include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 



Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1 and 13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

6. Claims 1 and 13 recite the limitation "said control unit" in line 7 of claim 1 and 14 
of claim 13. There is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 
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8. Claims 1-3 and 8-11, 20 and 25 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Emmott et ai (hereinafter Emmott), European Patent EP 0,965,938. 

As per claim 1, Emmott discloses a portable terminal (abstract, fig 1) 
comprising: 

a storage device which stores secret data (smart card, col 3 In 50-55 and 
col 4 In 1-5); 

a system unit which receives said secret data from said storage unit to 
carry out a predetermined process associated with said secret data 
(communications device, fig 1, paragraph 5 and col 4 In 12-15); 

a signal transfer line set (bus, col 3 In 51-55) which is provided between 
said storage device and said control unit and on which a control signal and said 
secret data are transferred (fig 3), said control signal relating to the transfer of 
said secret data (col 3 In 51-55); and 

a control section (smart card sensor, col 2 In 27-30) which is connected to 
said signal transfer line set and validates transfer of said control signal from said 
storage device to said system unit or from said system unit to said storage device 
on said signal transfer line set to permit the transfer of said secret data 
(paragraph 17, such a control section must be present for controlling transfer of 
data on the bus). 

As per claim 2, Emmott discloses the claimed limitations as described 
above (see claim 1 ). Emmott further discloses wherein said storage device is 



Application/Control Number: 09/810,220 Page 5 

Art Unit: 2135 

detachable (smart card, 23 of fig 1 and col 3 In 48-51), and said secret data is 
personal data of user (paragraph 2). 

As per claim 3, Emmott discloses the claimed limitations as described 
above (see claim 1). Emmott further discloses wherein said storage device is a 
detachable electronic money card (paragraph 2), and said secret data is 
electronic money data (col 4 In 1-5). 

As per claim 8, Emmott discloses the claimed limitations as described 
above (see claim 1). Emmott further discloses wherein said control section 
comprises: 

a switch section which generates a valid signal in response to operation of 
said switch section by a user (col 4 In 46-48); and 

a control circuit which operates to permit transfer of said control signal in 
response to said valid signal such that the transfer of said secret data is 
permitted (col 4 In 46-50). 

As per claim 9, Emmott discloses the claimed limitations as described 
above (see claim 8). As for wherein said switch section generates an invalid 
signal when said switch section is not operated, and said control circuit operates 
to inhibit the transfer of said control signal in response to said invalid signal such 
that the transfer of said secret data is inhibited, Emmott discloses that the smart 
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card is only enabled by pressing on the switch (paragraph 10 and col 4 In 46-48), 
and thus inhibiting transfer of secret data in response to the switch not being 
pressed. 

As per claim 10, Emmott discloses the claimed limitations as described 
above (see claim 1 ) and further discloses wherein said switch section includes at 
least a button (25 of fig 1 , col 4 In 46-48). 

As per claim 1 1 , Emmott discloses the claimed limitations as described 
above (see claim 10) and further discloses wherein said portable terminal has a 
side surface on which said switch section is provided (25 of fig 1). 

As per claim 20, Emmott discloses a portable terminal (abstract, fig 1 ) 
comprising: 

a detachable storage device which stores secret data (smart card, col 3 In 
50-55 and col 4 In 1-5); 

a system unit which outputs a control signal to said storage device (col 4 
In 50-57), and receives said secret data relating to said control signal from said 
storage unit to carry out a predetermined process associated with said secret 
data (communications device, fig 1, paragraph 5 and col 4 In 12-15); 

a switch section which generates a valid signal in response to operation of 
said switch section by a user (col 4 In 46-48); 
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a control circuit which operates to permit transfer of said control signal in 
response to said valid signal such that the transfer of said secret data is 
permitted (col 4 In 46-50). 

Claim 25 recites similar limitations as in claim 9 above and is rejected 
under the same rationale. 



Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 4-5, 13-14, 17-19, and 21-22 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Emmott et al (hereinafter Emmott), European Patent EP 
0,965,938 in view of Nakamura et al (hereinafter Nakamura), US Patent 5,917,168. 

As per claims 4 and 21, Emmott discloses the claimed limitations as 
described above (see claims 1 and 20). Emmott further discloses wherein said 
system unit outputs said control signal to said storage device (col 4 In 45-50). 
Emmott does not explicitly teach stopping said predetermined process when said 
secret data cannot be received from said storage device within a predetermined 
time period after said control signal is outputted from said system unit to said 
storage device. However, Nakamura discloses a terminal with detachable 
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memory (abstract) wherein a predetermined process is stopped when secret data 
cannot be received from said storage device within a predetermined time period 
after said control signal is outputted from said system unit to said storage device 
(col 9 In 48-58). 

Both Nakamura and Emmott disclose a means of financial transaction 
through use of a detachable memory device at a terminal. It would have been 
obvious to one of ordinary skill in the art at the time of the applicant's invention to 
combine the stopping means of Nakamura within the system of Emmott because 
it would have prevented a deadlock situation and increased security through 
validation of such data received. Furthermore, such stopping schemes are well 
known to be good software practice. 

As per claims 5 and 22, Emmott-Nakamura discloses the claimed 
limitations as described above (see claims 4 and 21). Nakamura further discloses 
wherein said system unit carries out said predetermined process when said 
secret data is received from said storage device within the predetermined time 
period after said control signal is outputted from said system unit to said storage 
device (col 9 In 59-65). 

As per claim 13, Emmott discloses a portable terminal (abstract, fig 1) 
comprising: 
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a detachable storage device which stores secret data (smart card, col 3 In 
50-55 and col 4 In 1-5); 

a system unit which outputs a control signal to said storage device (col 4 
In 50-57), receives said secret data from said storage unit to carry out a 
predetermined process associated with said secret data (communications device, 
fig 1, paragraph 5 and col 4 In 12-15), and carries out a predetermined process 
associated with said secret data when said secret data is received from said 
storage device (col 4 In 6-1 5 and col 4 In 48-col 5 In 1 ); 

a signal transfer line set (bus, col 3 In 51-55) which is provided between 
said storage device and said control unit and on which a control signal and said 
secret data are transferred (fig 3), said control signal relating to the transfer of 
said secret data (col 3 In 51-55); and 

a control section (smart card sensor, col 2 In 27-30) which is connected to 
said signal transfer line set and validates transfer of said control signal from said 
storage device to said system unit or from said system unit to said storage device 
on said signal transfer line set to permit the transfer of said secret data 
(paragraph 17, such a control section must be present for controlling transfer of 
data on the bus). 

Emmott does not explicitly teach Nakamura wherein said system unit 
carries out said predetermined process being performed when said secret data is 
received from said storage device within the predetermined time period after said 
control signal is outputted from said system unit to said storage device (col 9 In 
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59-65). However, Nakamura discloses a means of financial transaction using a 
electronic money card wherein said system unit carries out said predetermined 
process when said secret data is received from said storage device within the 
predetermined time period after said control signal is outputted from said system 
unit to said storage device (col 9 In 59-65). 

Both Nakamura and Emmott disclose a means of financial transaction 
through use of a detachable memory device at a terminal. It would have been 
obvious to one of ordinary skill in the art at the time of the applicant's invention to 
combine the stopping means of Nakamura within the system of Emmott because 
it would have prevented a deadlock situation and increased security through 
validation of such data received. Furthermore, such means of validation are well 
known to be good software practice. 

As per claim 14, Emmott discloses the claimed limitations as described 
above (see claim 13). Nakamura further discloses a terminal with detachable 
memory (abstract) wherein a predetermined process is stopped when secret data 
cannot be received from said storage device within a predetermined time period 
after said control signal is outputted from said system unit to said storage device 
(col 9 In 48-58). 

Both Nakamura and Emmott disclose a means of financial transaction 
through use of a detachable memory device at a terminal. It would have been 
obvious to one of ordinary skill in the art at the time of the applicant's invention to 
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combine the stopping means of Nakamura within the system of Emmott because 
it would have prevented a deadlock situation and increased security through 
validation of such data received. Furthermore, such stopping schemes are well 
known to be good software practice. 

As per claim 17, Emmott-Nakamura discloses the claimed limitations as 
described above (see claim 13). Emmott further discloses wherein said control 
section comprises: 

a switch section which generates a valid signal in response to operation of 
said switch section by a user (col 4 In 46-48); and 

a control circuit which operates to permit transfer of said control signal in 
response to said valid signal such that the transfer of said secret data is 
permitted (col 4 In 46-50). 

As per claim 18, Emmott-Nakamura discloses the claimed limitations as 
described above (see claim 17). As for wherein said switch section generates an 
invalid signal when said switch section is not operated, and said control circuit 
operates to inhibit the transfer of said control signal in response to said invalid 
signal such that the transfer of said secret data is inhibited, Emmott discloses 
that the smart card is only enabled by pressing on the switch (paragraph 10 and 
col 4 In 46-48), and thus inhibiting transfer of secret data in response to the 
switch not being pressed. 
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As per claim 19, Emmott-Nakamura discloses the claimed limitations as 
described above (see claim 17) and further discloses wherein said switch section 
includes at least a button (25 of fig 1, col 4 In 46-48). 

1 1 . Claims 6-7, 15-16, and 23-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Emmott et al (hereinafter Emmott), European Patent EP 0,965,938 in 
view of Nakamura et al (hereinafter Nakamura), US Patent 5,917,168, and further in 
view of Tetro et al (hereinafter Tetro), US Patent 6,095,413. 

As per claims 6, 15, and 23, Emmott-Nakamura discloses the claimed 
limitations as described above (see claims 4, 13, and 20). Emmott further 
discloses use of electronic money for purchases (paragraph 20). Emmott- 
Nakamura does not explicitly teach wherein said system unit determines whether 
a total amount of electronic money used within a predetermined time interval is 
equal to or less than a predetermined amount of electronic money when said 
secret data is received from said storage device within the predetermined time 
period after said control signal outputted from said system unit to said storage 
device, and carries out said predetermined process when it is determined that 
the total amount of electronic money used within the predetermined time interval 
is equal to or less than the predetermined amount of electronic money. Tetro 
discloses a means for electronic transaction using electronic money cards (credit 
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cards, abstract) wherein a total amount of electronic money used within a 
predetermined time interval is equal to or less than a predetermined amount of 
electronic money when said secret data is received, is determined (col 7 In 13- 
15), and carries out said predetermined process when it is determined that the 
total amount of electronic money used within the predetermined time interval is 
equal to or less than the predetermined amount of electronic money (col 7 In 12- 
30). 

Both Emmott-Nakamura and Tetro disclose a means for electronic 
transactions involving use of a detachable memory device (electronic money 
cards). Emmott further discloses such a portable terminal with processing power 
(col 4 In 50-col 5 In 1 ). It would have been obvious to one of ordinary skill in the 
art at the time of the applicant's invention to combine the teachings of Tetro 
within the Emmott-Nakamura combination because it would have increased 
security through preventing friendly fraud). 

As per claims 7, 16, and 24, Emmott-Nakamura-Tetro discloses the 
claimed limitations as described above (see claims 6, 15, and 23). Tetro further 
discloses wherein said system unit stops said predetermined process when it is 
determined that the total amount of electronic money used within the 
predetermined time interval is larger than the predetermined amount of electronic 
money (col 7 In 8-30). 
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12. Claim 12 rejected under 35 U.S.C. 103(a) as being unpatentable over Emmott et 

al (hereinafter Emmott), European Patent EP 0,965,938. 

As per claim 12, Emmott discloses the claimed limitations as described 
above (see claim 1 1 ). Emmott further discloses wherein the switch is held down 
by a smart card (col 2 In 38-44) and that the smart card is activated by pressing 
the smart card on a side of the portable device (col 4 In 45-50 and fig 1 ). Emmott 
does not explicitly teach a concave surface being formed in a portion of said side 
surface and said switch section is provided on said concave surface. Such 
buttons on a concave surface are well known in the art as to designs with mobile 
telephones and other portable devices. It would have been obvious to one of 
ordinary skill in the art at the time of the applicant's invention to have a design 
choice such that said switch section is provided on said concave surface 
because the applicant has not stated any particular reason or purpose for using 
such a surface other than for use of switch activation and that the means 
disclosed by Emmott is just as efficient. 



Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Nakano et al, US Patent 5,987,438, discloses a portable device with detachable 
memory storing secret data. 
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Oneda, US Patent 6,213,390, discloses a device with detachable memory for 
performing financial transaction. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Allen S. Wu whose telephone number is (571) 272- 
3860. The examiner can normally be reached on Monday-Friday 9am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Vu can be reached on (571) 272-3859. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Allen Wu 
Patent Examiner 
Art Unit 21 35 




